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DETAILED ACTION 

1. The request filed August 22, 2005 for a request for continued examination (RCE) 
under 37 CFR 1.114 based on patent application 09 /84 1 150 is acceptable and an RCE 
has been established. Independent claims 1 and 6 have been amended. Claims 1-14 
are pending. 

Response to Arguments 

2. Applicant's argument filed on July 21, 2005 has been frilly considered but they 
are not persuasive. 

Applicants amended the independent claims I and^6T and" added a new 
limitation which was not part of the original claims. Applicant added the 
following limitation, "... utilizing a basic input output system (BIOS) for the 
computer system n on the independent claim 1 and 6 and another limitation 
u a basic input output system (BIOS) " on independent claim 6. 
Applicant's argument has been considered one by one. 
Applicant's first argument is regarding claims 1-6. 
Applicant's argument is based on the amended claims and argued that the 
newly added limitation shown above which is added on the independent claims 
is not suggested/ discussed by the references on the record, namely Applicants 
admitted prior art (AAPA) and IBM Technical disclosure (Bulletin). 

Applicants wrote the following in support of his argument "Although 
the Bulletin functions well for its intended purpose, the AAPA in view of 
the Bulletin fails to teach or suggest the method and computer system recited in 
claims 1 and 6,respectively. In particular, the AAPA in view of the Bulletin fails 
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to teach or suggest allowing a password to be provided for each of the plurality 
of sub-partitions utilizing a BIOS for the computer system. If the Bulletin is 
combined with the AAPA, the combination might add a boot manager using the 
teachings of the Bulletin to the AAPA. The boot manager would be used to obtain 
the appropriate password for the partition. Because a boot manager is used, 
Applicant respectfully submits that booted code from the hardfile would be used 
to request a password and validate the password provided. In contrast, the 
method and system recited in claims 1 and 6 utilize the BIOS to obtain a 
password and determine whether the partition or sub-partition is accessible. A 
separate boot manager that may query the user later in the boot process is 
not necessary. Instead, the password is handled utilizing the BIOS. The AAPA 
in view of the Bulletin thus fail to teach or suggest the method and computer 
system recited in claims 1 and 6. Accordingly, Applicant respectfully submits 
that claims 1 and 6 are allowable over the cited references." 

Though applicant admitted that the Bulletin does describe the use of passwords 
for booting partitions or a plurality of partition. Applicants argued that the AAPA 
in view of the Bulletin fails to teach or suggest the method and computer system 
recited in claims 1 and 6, respectively. 
Examiner disagrees with this argument. 

Examiner would first of all points out that the amendment does not at all 
change the scope of the limitation of the previous independent claims 1 and 6. 
The added limitation does not change the scope of the limitation since the added 
limitation "utilizing a basic input output system (BIOS) for the computer 
system" was already part of the previous independent claims 1 and 6 and was 
fully addressed by the previous office action. (See for example at the end of the 
independent claims, claims 1 and 6 at the last line recites "utilize a 
corresponding sub- partition as a boot source". 
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Examiner asserts that the amended limitation as just a repetition of something 
which has already been there. 

Examiner also would out that AAPA first discloses the following limitation in 
claim 1, for which the applicant didn't have any argument. "Allowing a 
plurality of sub-partitions to be defined in the partition, (Page 1, lines 8-9; 
figure 1, ref. Num "20* and ref. Num "22,24,26,28") the plurality of sub- 
partitions corresponding to a plurality of boot sources"(Page l,lines 10; Page 
2, lines 11-17) and 

And IBM Bulletin discloses the following, 

Adding a features to the BootManager such that when the desired bootable 
partition is selected, the user is prompted to enter a password for that 
particular partition before booting commences* By doing this, individual 
partitions may be protected from unauthorized access. (Paragraph 1, lines 
12-15). This does not mean that a separate boot manager that may query the 
user later in the boot process is necessary. This only implies that the 
BootManager is used as sort of interface to prompt the user to enter a password 
for that particular partition. This kind of facility is also required in the applicant 
invention so that the user is prompted and the user provides the sub-partition 
password and be able to boot from the sub-partition. [See for instance claim 2] 

Furthermore IBM Bulletin further discloses that this solution allows the 
children to be restricted from accessing and modifying or corrupting the parents 
programs or data. (Paragraph 1, lines 9- 1 1) 

The main argument by the applicant is following "the password is not provided 
to each plurality of sub-partition instead IBM Bulletin is providing password for 
each plurality of partition." 
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Providing password for each plurality of partition as it is taught by the IBM 
Bulletin and duplicating the same process and partitioning the partition further 
in to the sub-partition and providing password for each sub-partition as it is 
disclosed on the claim is obvious for one of ordinary skill in the art as long as 
both are used for the same purpose. The IBM Bulletin and the applicant 
disclosure are used for similar purpose which is to allow different users access 
to different portions of the computer system to ensure that portions of the 
computer system remain secure* This purpose is disclosed on the applicant 
disclosure as mentioned below "According to the system and method 
disclosed herein, the present invention provides a more secure set of boot 
sources for the computer system* The boot sources allow different users 
access to different portions of the computer system to ensure that portions 
of the computer system remain secure*"[See page 3, line 21-page 4, line 2 of 
the disclosure]. Like wise applicant's disclosure on page 3, line 4, discloses the 
following, "It may be desirable for only certain individuals, such as the 
network administrator or, in a family's computer, an adult, to have access 
to these utilities." 

On the other side the IBM Bulletin further discloses the same function as 
recited as follows "that this solution allows the children to be restricted 
from accessing and modifying or corrupting the parents programs or 

data". (Paragraph 1, lines 9-11) 

From at least one of the explanations provided above, It is undoubtedly clear 
that the application and the reference on the record in particular IBM Bulletin 
have similar purpose regarding the ultimate use of the password, and since 
providing a password for each plurality of partition is already disclosed then 
partitioning the partition further and providing a password for each plurality of 
sub-partition of the partition is obvious for one of ordinary skill in the art. It is 
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obvious since it is just a repetition of the same process. If one can do the first 
step, then the second step is obvious for one of ordinary skill in the art. 
Likewise, the examiner would also point out that, If partitioning the boot 
source in to a plurality of partitioning and providing a password for each 
partition is already taught in the IBM Bulletin as explained on Paragraph 1, 
lines 12-15 and it is also obvious for one having ordinary skill to duplicate 
the same process and continue partitioning each partition further in to the 
plurality of sub-partition and providing a password for each sub-partition. 
Duplicating the same process for the same purpose is obvious for one of 
ordinary skill in the art* In other words, allowing a password to be provided 
for each plurality of partition as oppose to duplicating the same process by 
partitioning each partition further in to sub-partition and allowing a 
password to be provided for each plurality sub-partition as the criterion for 
allowing different users access to different portions of the computer 
system to ensure that portions of the computer system remain secure, is 
obvious for one of ordinary skill in the art. 

Applicant's second argument is regarding the dependent claims 2-5 and 7- 
10. 

Applicants argued that since the independent claims 1 and 6 are patentable 

therefore all the claims dependent thereon are also in condition for allowance for 

the same reasons argued for the independent claims 1 and 6. 

In response to the above argument by the applicant, the examiner replay 

discussed for the independent claims 1 and 6 above is also valid towards this 

argument. 
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Therefore Examiner asserts that since the added limitation does not at all 
change the scope of the previous claims and since the combination of the 
reference discloses the claim limitation the rejection is maintained. 



Claim Rejections - 35 USC §103 



3. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



4. Clflhna 1-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
admitted prior art (hereinafter referred to as Admission) in view of IBM technical 
disclosure Bulletin ,TDB-ACC-NO: NN961 1 103 (reference U) (hereinafter referred to as 
IBM) 



5. As per claim 1 and 6, Admission discloses a method for providing a trusted 
boot source in a computer system, 

The computer system (Page l,line 6; fig 1, ref. Num "10") including 

A partition (Page 1, lines 8-9; fig 1, ref. Num u 20 n ) and 

An operating system,(Page 1, line 4, fig 1, ref. Num "12") 

The partition being nonviewable from the operating system,(Page 1, line 14) 

The method comprising the steps of: 
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• Allowing a plurality of sub-partitions to be defined in the partition, (Page 

1, lines 8-9; figure 1, ref. Num "20" and ref. Num "22,24,26,28") the plurality of 
sub-partitions corresponding to a plurality of boot sources;(Page 1, lines 10; Page 

2, lines 11-17) and 

• Admission discloses that the computer system might have other boot 
devices which is not shown on submitted figure 1, and these boot devices might 
be accessed by a user only with a password. (Page 1, lines 1 1-13) 

• Admission does not disclose expressly 

allowing a password to be provided for each of the plurality of sub- partitions, 
utilizing a^basic input output system (BIOS), fax. the computer, systenv the- 
password being required for a user to utilize a corresponding sub-partition as a 
boot source. 

However, in the field of endeavor IBM, discloses 

• Adding a features to the BootManager such that when the desired 
bootable partition is selected, the user is prompted to enter a password for that 
particular partition or sub-partition before booting commences. ( Paragraph 1, 
lines 12-15) 

• IBM further discloses that this solution allows the children to be 
restricted from accessing and modifying or corrupting the parents programs or 
data. (Paragraph 1, lines 9-11) (The submitted disclosure on page 3, line 4, 
mentioned this scenario) 

It would have been obvious to one having ordinary skill in the art, at the time 
the invention was made, to add the features of requiring a particular password 
for accessing and utilizing the corresponding partiton as per teachings of IBM in 
to the method as taught by Admission, in order to provide a secure/trusted boot 
source and booting system. 
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6. As per claims 2 and 7, the combination of Admission and IBM discloses the 
method of providing a trusted boot source as applied to claims 1 and 6 above. 
Furthermore, IBM discloses the method further comprising the step of: (c) allowing a 
user to boot from a sub-partition of the plurality sub-partitions if the user provides the 
password for the sub-partition. (Paragraph 1, lines 12-15) 

7. As per claims 3 and 8, the combination of Admission and IBM discloses the 
method of providing a trusted boot source as applied to claims 1 and 6 above. 
Furthermore, Admission discloses the method wherein, the partition (figure 1, ref. Num 
"20") is stored in a hardfile (figure 1, ref. Num "30") in the computer system, (figure 1, 
ref. Num "10") (Page 1, lines 7-8; figure 1, ref. Num "10"; ref. Num "20", ref. Num "30") 

8. As per claims 4 and 9, the combination of Admission and IBM discloses the 
method of providing a trusted boot source as applied to claims 3 and 8 above. 
Furthermore, Admission discloses the method wherein an identity of each of the 
plurality of sub-partitions and the password for each sub-partition is stored in the 
hardfile. (figure 1, ref. Num "30") and 

IBM discloses how each partition is accessed with its corresponding password,( 
Paragraph 1, lines 12-15) (the combinations of IBM and the admission meets the 
recitation of this limitation) 

9. As per claims 5 and 10, the combination of Admission and IBM discloses the 
method of providing a trusted boot source as applied to claims 1 and 6 above. 
Furthermore, Admission discloses the method wherein the partition is lockable from the 
operating system. (Page 1 ,lines 14-15) 



Application/Control Number: 09/841,150 Page 
Art Unit: 2132 

10. As per claims 11 and 14, the combination of Admission and IBM discloses the 
method of providing a trusted boot source as applied to claims 1 and 6 above. 
Furthermore, the combination of Admission and IBM discloses the method wherein the 
partition includes at least one additional sub-partition not requiring a password. (See 
the argument provided for this particular claim above. That is providing a password 
for each sub-partition is obvious for one of ordinary skill in the art as explained for the 
independent claims 1 and 6. If providing the password is obvious for each sub-partition 
then not providing a password for at least one sub-partition is an arbitrary design 
choice. Elimination of an element and its function is nothing but a design choice. See In 
re Karlson, 153 USPQ184 (CCPA 1963).) 

11. As per claims 12 and 13, the combination of Admission and IBM discloses the 
method of providing a trusted boot source as applied to claims 1 and 6 above. 
Furthermore, IBM discloses the method further comprising utilizing an additional 
password for the partion. [Paragraph 1, lines 12-15] 

(IBM Bulletin discloses the following, 

Adding a features to the BootManager such that when the desired bootable partition is 
selected, the user is prompted to enter a password for that particular partition before 
booting commences. By doing this, individual partitions may be protected from 
unauthorized access. (Paragraph 1, lines 12-15) 

If providing a password for each partition is already known then duplicating the process 
and providing an additional password is an arbitrary design choice. Duplicating the same 
process for the same purpose is an arbitrary design choice. In other words, allowing a 
password to be provided for each plurality of partition as oppose to duplicating the same 
process by providing additional password as the criterion for allowing different users 
access to different portions of the computer system to ensure that portions of the 
computer system remain secure, is a matter of arbitrary design choice and does not 
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patentably distinguishes the claimed inventions from the references on the record. See St. 
Regis Paper Co. v.Bemis Co., Inc., 193 USPQ 8 (7™ Cir. 1977)). 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Samson B Lemma whose telephone number is 
571-272-3806. The examiner can normally be reached on Monday-Friday (8:00 
am — 4: 30 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, BARRON JR GILBERTO can be reached on 571-272-3799. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private 
PAIR only. For more information about the PAIR system, see http: / /pair- 
direct. uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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